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PART II 
TABULATION —CONFUSING SIMILARITY FOUND 


Editor’s Note: In this section, as well as that of Tabulation — No Confusing 
Similarity Found, which follows, the first mark before the “‘versus” will be the 
prior mark and the mark after the versus will be the later mark. Each section 
will be divided in three parts: Courts, Court of Appeals for the Federal Circuit 
and Trademark Trial and Appeal Board. Also, at the end of some cases will 


be an O or C in brackets which represents Opposition and Cancellation 
Proceedings. 


COURTS 


3M products, Minnesota Mining and Manufacturing v. Rauh Rubber Inc., 
42 USPQ2d 1027, D Minn, 10/17/96 


APPLESEED for public interest advocacy service v. APPLESEED for its 
own non-profit organization, The Appleseed Foundation Inc. v. 
Appleseed Institute Inc., 43 USPQ2d 1767, DC DC, 7/30/97 


AUGUSTA both for golf-related goods and services, Augusta National 


Inc. v. Sir Christopher Hatton Inc., 41 USPQ2d 1846, ND Ga, 
12/10/96 


BAG BATH v. EASY BATH both for a specialized system of bath 
products, Incline Technologies Inc. v. Pacific Medical Group Inc., 41 
USPQ2d 1527, D Nev, 3/4/96 and 3/29/96 


CASCADES both for residential development, The Cascades of Levitt 


Homes Inc. v. Cascades of Sabatello Development Corp., 43 USPQ2d 
1920, SD Fla, 8/7/97 


“The Cat in the Hat,” DR. SUESS, and a red and white scrunched 
stovepipe hat for children’s books v. “The Cat NOT in the Hat!,” 
DR. JUICE, and a red and white scrunched stovepipe hat for a book 
on O.J. Simpson, Dr. Suess Enterprises, L.P. v. Penguin Books USA 
Inc., 42 USPQ2d 1184, CA 9, 3/27/97 


CRANBERRY v. BLUEBERRY both for gloves, Malaytext USA Inc. v. 
Colonial Surgical Supply Inc., 44 USPQ2d 1291, ND Calif, 1/7/97 


DADDY’S as shortened name for music stores, Daddy’s Junky Music 


Stores Inc. v. Big Daddy’s Family Music Center, 42 USPQ2d 1173, 
CA 6, 3/14/97 


DON MARCOS trade dress v. DON RAUL trade dress both for tortillas, 


Mexican Food-Specialties Inc. Inc. v. Festida Foods Ltd., 42 USPQ2d 
1831, ED Mich, 2/11/97 
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GECKO both for logo on swimming trunks, U.S. v. Six Thousand Ninety- 
Four (6,094) ““Gecko” Swimming Trunks, 41 USPQ2d 1983, D Haw, 
1/17/96 


KOOKAI for clothing, perfume, and fashion accessories v. KIKAI for 


women’s clothing and store, Kookai S.A. v. Shabo, 42 USPQ2d 1783, 
SDNY, 1/9/97 


LA OPINION for Spanish language newspaper v. LAOPINION.COM for 
Internet domain name, Lozano Enterprises v. La Opinion Publishing 
Co., 44 USPQ2d 1764, CD Calif, 7/31/97 


LES BALLETS TROCKADERO DE MONTE CARLO, INC. (the 
“Trocks”) v. LES BALLETS TOROKKA DE RUSSIA both for an all 
male satirical ballet group, Les Ballets Trockadero de Monte Carlo 
Inc. v. Trevino, 41 USPQ2d 1109, SDNY, 11/1/96 


LEVI’S both for blue jeans, Levi Strauss & Co. v. Shilon, 43 USPQ2d 
1616, CA 9, 8/5/97 


MERIDIAN both for insurance, Meridian Mutual Life Insurance Co. v. 
Meridian Insurance Group Inc., 44 USPQ2d 1545, CA 7, 10/29/97 


MOUNTAIN v. MOUNTAINGATE both for computer data storage 


products, National Customer Engineering Inc. v. Lockheed Martin 
Corp., 43 USPQ2d 1036, CD Calif, 2/14/97 


Multi-purpose tool trade dress, Leatherman Tool Group Inc. v. Cooper 
Industries Inc., 44 USPQ2d 1275, D Ore, 12/18/96 and 12/20/96 


NAILTIQUES v. PRO-TECHNIQUES both for fingernail care products, 


Nailtiques Cosmetic Corp. v. Salon Sciences Corp., 41 USPQ2d 1995, 
SD Fla, 1/10/97 


PLANNEDPARENTHOOD.COM v. PPFA.ORG both for an Internet Web 
site, Planned Parenthood Federation of America Inc. v. Bucci, 42 
USPQ2d 1430, SDNY, 3/19/97 


PORSCHE for automobiles v. PORSHOP for service and repair of race 


cars, Porsche Cars North America v. Manny’s Porshop Inc., 43 
USPQ2d 1475, ND Il, 6/9/97 


ROSENTHAL both for Judaica items, Rosenthal A.G. v. Rite Lite Ltd., 
44 USPQ2d 1249, EDNY, 9/5/97 


SEGA both for computer game files on an electronic bulletin board, Sega 
Enterprises Ltd. v. Maphia, 41 USPQ2d 1705, ND Calif, 12/18/96 


SHELLS v. SHELLS STEAK AND SEAFOOD both for seafood 


restaurants, Shells Seafood Restaurant Inc. v. Atari, 43 USPQ2d 
1053, WD NC, 2/4/97 
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SPEARMINT wrapper design and trade dress for chewing gum v. 
SENATE wrapper design trade dress for roller skate products, Wm. 


Wrigley Jr. Co. v. City Sweats Inc., 41 USPQ2d 1380, ND Ill, 
10/15/96 


TOP PRODUCER v. SUPER PRODUCER both for computer software 


programs, Top Producer Systems Inc. v. Software Sciences Ltd., 43 
USPQ2d 1312, D Ore, 6/2/97 


TOY FAIR v. TOY IMPORT AND CHRISTMAS SHOW both for a trade 
show, Toy Manufacturers of America Inc. v. Helmsley-Spear Inc., 42 
USPQ2d 1203, SDNY, 2/11/97 


Toy toilet tank novelty product trade dress, Fun-Damental Too Ltd. v. 
Gemmy Industries Corp., 42 USPQ2d 1348, CA 2, 4/4/97 


ULTRABRONZ both for tanning beds, Sunsport Inc. v. Barclay Leisure 
Ltd., 43 USPQ2d 1678, ED Va, 5/16/97 


UNITED WE STAND AMERICA both for political activities, United We 


Stand America Inc. v. United We Stand, America New York Inc., 44 
USPQ2d 1351, CA 2, 10/15/97 


WENDT and RATZENBERGER v. Likeness of Wendt and Ratzenberger 
both for restaurant services, Wendt v. Host International Inc., 44 
USPQ2d 1189, CA 9, 9/22/97 


WILD HORSE both for beer, Great Basin Brewing Co. v. Healdsburg 
Brewing Co., 44 USPQ2d 1751, D Nev, 10/3/97 


COURT OF APPEALS FOR THE FEDERAL CIRCUIT 


DELTA for hotel, motel and restaurant services v. THE DELTA CAFE 
and design for restaurant services specializing in Southern-style 


cuisine, In re Dixie Restaurants Inc., 41 USPQ2d 1531, CAFC, 
1/27/97 


GRAND AM v. GRAND SLAM both for tires, TBC Corp. v. Holsa Inc., 
44 USPQ2d 1315, CAFC, 10/9/97 [O] 


TRADEMARK TRIAL AND APPEAL BOARD 


HEMINGWAY and HEMINGWAY’S for licensing bar and restaurant 
services, and clothing v. SLOPPY JOE’S (and use of portrait of 
Ernest Hemingway) for a bar and restaurant, In re Sloppy Joe’s 
International Inc., 43 USPQ2d 1350, TTAB, 6/12/97 
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PROMISE for desensitizing toothpaste v. PROMISE for perineal wash 
cream and conditioner and disposal pre-moistened washcloths, Block 
Drug Co. Inc. v. Molnlycke AB, 41 USPQ2d 1141, TTAB, 10/3/96 [O] 


NO CONFUSING SIMILARITY FOUND 
COURTS 


“100%” for skin moisterizers, Estee Lauder Inc. v. The Gap Inc., 42 
USPQ2d 1228, CA 2, 3/25/97 


ARCO v. ARCO GLOBUS INTERNATIONAL both for petroleum 
products, Atlantic Richfield Co. v. Arco Globus International Co., 43 
USPQ2d 1574, SDNY, 5/29/97 


AUTHORITY for retail sporting goods stores v. AUTHORITY used on 
hang tags, labels and logos, The Sports Authority Inc. v. 
Abercrombie & Fitch Inc., 42 USPQ2d 1662, ED Mich, 3/25/97 


BIOGLAN for veterinary products v. BIOGLAN PHARMA for 
prescription drugs for humans, Bioglan Inc. v. Bioglan Laboratories 
Ltd., 44 USPQ2d 1662, CD Calif, 6/4/97 


BONEY’S MARKETPLACE both for stores, Stephen W. Boney Inc. v. 
Boney Services Inc., 44 USPQ2d 1225, CA 9, 9/30/97 


COLESTID for prescription drug products v. CHOLESTIN for over-the- 
counter food supplements, Pharmacia & Upjohn Co. v. Generation 
Health, 44 USPQ2d 1091, WD Mich, 7/11/97 


COLUMBIA UNIVERSITY v. COLUMBIA both for healthcare services, 
The Trustees of Columbia University in the City of New York v. 
Columbia/HCA Healthcare Corp., 43 USPQ2d 1083, SDNY, 4/25/97 


EXPRESS SERVICES v. CAREERS EXPRESS both for temporary 
staffing services, Express Services Inc. v. Careers Express Staffing 
Services, 44 USPQ2d 1637, ED Pa, 10/23/97 


Fishing rod trade dress, Shakespeare Co. v. Silstar Corp. of America, 42 
USPQ2d 1266, CA 4, 4/3/97 


HEARTSPRINGS for a publisher of children’s books on violence 
prevention v. HEARTSPRING for an operator of residential schools 
for children with severe disabilities, Heartsprings Inc. v. 
Heartspring Inc., 42 USPQ2d 1455, D Kan, 12/16/96 


HERE & THERE for fashion reporting and consulting services v. DECI 
DELA (translated into English as “here and there’) for perfumes, 
Horn’s Inc. v. Sanofi Beaute Inc., 43 USPQ2d 1008, SDNY, 5/9/97 
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HONEY BROWN both for beers, Genesee Brewing Co. v. Stroh Brewing 
Co., 43 USPQ2d 1734, CA 2, 8/22/97 


LONE STAR CAFE and LONE STAR STEAKHOUSE & SALOON v. 
LONE STAR GRILL all for restaurant services, Lone Star 
Steakhouse & Saloon Inc. v. Longhorn Steaks Inc., 44 USPQ2d 1217, 
CA 11, 9/25/97 


MACGUIDE and family of GUIDE marks v. APPLE GUIDE and 
MACINTOSH GUIDE all for products that provide information 
and/or assistance to users of Macintosh computers, Kegan v. Apple 
Computer Inc., 42 USPQ@2d 1053, ND Ill, 11/12/96 


MADISON REPRO v. REPRO PLUS for reprographic services, Madison 


Reprographics Inc. v. Cook’s Reprographics Inc. 41 USPQ2d 1905, 
Wisc Ct App, 6/27/96 


Marionettes trade dress, Great American Fun Corp. v. Hosung New York 
Trading Inc., 42 USPQ2d 1770, SDNY, 4/17/97 


MOTHERHOOD v. PLANET MOTHERHOOD both for maternity 


clothing, Cave Springs Inc. v. Zoomers Inc., 43 USPQ2d 1782, ED 
Pa, 7/31/97 


Outdoor furniture lines trade dress, Landscape Forms Inc. v. Columbia 
Cascade Co., 42 USPQ2d 1641, CA 2, 5/16/97 


PETRO for truck stop services v. JAMES RIVER PETRO CARD for card 
lock fueling business, Petro Shopping Center L.P. v. James River 
Petroleum, 41 USPQ2d 1853, ED Va, 1/17/97 


SEALED WITH A KISS for cosmetics v. SEAL IT WITH A KISS for 
lipstick promotional display, Cosmetically Sealed Industries Inc. v. 
Chesebrough-Pond’s USA Co., 43 USPQ2d 1956, CA 2, 9/2/97 


Statue of Liberty design both for packaging of tea products, Prince of 
Peace Enterprises Inc. v. Kwok Shing Import-Export Inc. 43 
USPQ2d 1601, ND Calif, 7/8/97 


TEEN v. TEEN PEOPLE both for magazines, Time Inc. v. Petersen 
Publishing Co., 44 USPQ2d 1478, SDNY, 9/25/97 


TIBURON for formula car racing team v. TIBURON for stock race cars, 


Fierberg v. Hyundai Motor America, 44 USPQ2d 1305, CD Calif, 
8/18/97 


Trade dress both for knives, The Forschner Group Inc. v. Arrow Trading 
Co., 43 USPQ2d 1942, CA 2, 9/4/97 


Trade dress both for prescription drugs, Florida Breckenridge Inc. v. 
Solvay Pharmaceuticals Inc., 43 USPQ2d 1878, SD Fla, 7/3/97 
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Trade dress both for traffic sign stands, Marketing Displays Inc. v. 
TrafFix Devices Inc., 43 USPQ2d 1865, ED Mich, 6/12/97 


Use of labor union’s service mark on literature disseminated during a 
union campaign, International Association of Machinists and 
Aerospace Workers, AFL-CIO v. Winship Green Nursing Center, 41 
USPQ2d 1251, CA 1, 12/30/96 


WEATHER GUARD for vehicle tool boxes v. WEATHERGUARD for 
vehicle covers, Knaack Manufacturing Co. v. Rally Accessories Inc., 
42 USPQ2d 1649, ND I], 3/3/97 


TRADEMARK TRIAL AND APPEAL BOARD 


NO BODY’S PERFECT for feminine underwear v. NOBODY’S 
PERFECT for apparel retail stores, In re Nobody’s Perfect Inc., 44 
USPQ2d 1054, TTAB, 1/17/97 


UNITED EXPRESS for transportation of persons, property and mail by 
air v. UNITED EXPRESS for a trucking division of a food 
production and distribution business, United Foods Inc. v. United 
Air Lines Inc., 41 USPQ2d 1653, TTAB, 9/27/95 [C] 
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DILUTION FOUND 


Editor’s Note: In each section which follows, the first mark before the 
“versus” will be the allegedly earlier mark and the mark after the versus will 
be the allegedly diluting mark. Each section will be divided in two parts: Trial 
Courts and Appellate Courts (both including federal and state jurisdictions). 
When only state dilution acts are involved, the expression “state law only” is 
used. 


TRIAL COURTS 


ALBERT NIPON, NIPON BOUTIQUE, EXECUTIVE DRESS BY 
ALBERT NIPON, ALBERT NIPON SUITS, NIPON STUDIO and 
NIPON PETITES for clothing v. CREATED BY ALBERT NIPON 


for clothing, Nipon v. Leslie Fay Cos., 1997 Bankr LEXIS 2088, 
SDNY, 1997 


AUGUSTA for golf-related goods v. AUGUSTA golf towels, Augusta 


National Inc. v. Sir Christopher Hatton Inc., 41 USPQ2d 1846, ND 
Ga, 12/10/96 


CARDSERVICE INTERNATIONAL for credit card services v. 
CARDSERVICE.COM and CSIMALL.COM for domain name, 
Cardservice International Inc. v. McGee, 42 USPQ2d 1850, 950 F 
Supp 737, ED Va, 1/16/97 


I CAN’T BELIEVE IT’S YOGURT, I Can’t Believe It’s Yogurt v. Dr. 
Marion R. Gunn, 1997 US Dist LEXIS 14480, D Colo, 1997 


LA OPINION for newspaper services v. LAOPINION.COM for Internet 
domain name relating to newspaper services, Lozano Enterprises v. 
La Opinion Publishing Co., 44 USPQ2d 1764, CD Calif, 7/31/97 


MOSSY OAK for a fabric pattern v. OAK COUNTRY for a fabric 
pattern, Haas Outdoors Inc. v. Oak Country Camo Inc., 42 USPQ2d 
1407, 957 F Supp 835, ND Miss, 3/31/97; preliminary injunction 
granted 


PLAYMATE and PLAYBOY v. PLAYBOYXXX.COM and PLAYMATELIVE. 


COM, Playboy Enterprises, Inc. v. Calvin Designer Label, 44 
USPQ2d 1156, ND Calif, 9/8/97 


PORSCHE for motor vehicles, parts and accessories, and vehicle sales 
and maintenance services v. MANNY’S PORSHOP for auto 
mechanic services, Porsche Cars North America v. Manny’s Porshop 
Inc., 43 USPQ2d 1475, 972 F Supp 1128, ND I], 6/9/97; preliminary 
injunction granted, sustaining plaintiff's objections to magistrate’s 
initial denial of injunction, 1997 US Dist LEXIS 4519, ND Ill 1997 
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SERVPRO trademark used for cleaning services after termination of 
license, Servpro Industries v. Schmidt, US Dist LEXIS 4013, ND Il, 
1997; state dilution claim; summary judgment granted 


TELETECH for telephone and Internet services v. TELETECH for 
Internet domain name relating to telecommunications business, 
TeleTech Customer Care Management (California) Inc. v. Tele-Tech 
Co., 42 USPQ2d 1913, CD Calif, 5/9/97 


Trade dress of a mixer stand, Sunbeam Products Inc. v. West Bend Co., 
39 USPQ2d 1545, SD Miss, 5/3/96 


APPELLATE COURTS 


NAILTIQUES and trade dress v. PRO-TECHNIQUES and trade dress 
both for nail care products, Nailtiques Cosmetic Corp. v. Salon 
Sciences Corp., 130 F2d 1305, CA 8, 1997 


NO DILUTION FOUND 
TRIAL COURTS 


COLUMBIA used by university v. COLUMBIA for medical or healthcare 
services, Trustees of Columbia University in the City of New York 


v. Columbia/HCA Healthcare Corp., 43 USPQ2d 1083, 964 F Supp 
733, SDNY, 4/25/97 


ENERGY SERVICES for air conditioning and heating services v. NICOR 
ENERGY SERVICES for energy services, Energy Services Air 


Conditioning & Heating Co. v. Nicor, Inc., 1997 US Dist LEXIS 
20660, ND Ill, 1997 


GATEWAY 2000, INC. v. personal computer products v. Gateway.com 
domain name for computer consulting services, Gateway 2000, Inc. 
v. Gateway, 1997 US Dist LEXIS 2144, ED NC, 1997 


THE GREATEST SHOW ON EARTH for entertainment services v. THE 
GREATEST SNOW ON EARTH for recreational services, Ringling 
Bros.-Barnum & Bailey Combined Shows Inc. v. Utah Division of 


Travel Development, 42 USPQ2d 1161, 955 F Supp 605, ED Va, 
2/27/97 


KING OF THE MOUNTAIN for sports clothing v. JEEP KING OF THE 
MOUNTAIN for promotion of ski races, King of the Mountain 
Sports, Inc. v. Chrysler Corp., 968 F Supp 568, D Colo, 1997 


PETRO for truck stop-related services v. JAMES RIVER PETRO CARD 
for self-service petroleum fueling stations, Petro Shopping Center 
L.P. v. James River Petroleum, 41 USPQ2d 1853, ED Va, 1/17/97 
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RUSH for soft drinks v. slogan FEED THE RUSH to support the mark 
SURGE for carbonated citrus beverages, R.J. Corr Naturals, Inc. v. 
The Coca-Cola Company, 1997 US Dist LEXIS 6020, ND Ill, 1997; 
preliminary injunction denied 


SNAP ON for tools v. SNAP! ONLINE for computer online services, 


Snap-On Tools Co. & Snap-On Techs., Inc. v. C/Net, Inc., 1997 US 
Dist LEXIS 11347, ND Ill, 1997 


THE SPORTS AUTHORITY for sporting goods v. the word “Authority” 
on labels, hangtags and logos for sporting goods, The Sports 
Authority Inc. v. Abercrombie & Fitch Inc., 42 USPQ2d 1662, 965 
F Supp 925, ED Mich, 3/25/97; dilution claim dismissed 


Trade dress of decorative floor register grates, Decor Grates, Inc. v. 
Fararo, 1997 US Dist LEXIS 3328, ND Ill, 1997 


UNION PACIFIC for railroad v. UNION PACIFIC for restaurant, Union 
Pacific Railroad Co. v. Zwader L.L.C. d/b/a Union Pacific 
Restaurant, 1997 US Dist LEXIS 14097, SDNY, 1997 


Vampire character in the movie “The Vampires Coffin’ v. Use of 


likeness in commercial, Robles v. Deutsch Advertising, Inc., 1997 
WL 160491, SDNY, 1997 


WEATHER GUARD for tool boxes, storage equipment and related truck 
and van equipment v. WeatherGuard for semi-fitted car covers, 


Knaack Manufacturing Co. v. —— Accessories Inc., 42 USPQ2d 
1649, ND Ill, 3/3/97 
t 


APPELLATE COURTS 


3M for reflective material, Minnesota Mining & Manufacturing Co. v. 
Rauh Rubber, Inc., 130 F2d 1305, 45 USPQ2d 1146, CA 8, 12/11/97 


Chrysler vehicle grille design v. vehicle grille overlays, Chrysler Corp. 
v. Ted VanZant, 1997 US App LEXIS 22860, CA 9, 1997 


Design of interlocking XX for energy services v. Design of Interlocking 
XX for clothing, Exxon Corp. v. Oxxford Clothes Inc., 42 USPQ2d 
1417, 109 F3d 1070, CA 5, 4/10/97 

OTHER 
TRIAL COURTS 
Court denies preliminary judgment on federal dilution claim brought by 


Academy of Motion Picture Arts & Sciences against NSI’s register- 
ing and cataloging of domain names on grounds that such conduct 
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does not constitute “use in commerce” as required for trademark 
dilution, Academy of Motion Picture Arts & Sciences v. Network 
Solutions, Inc., 1997 US Dist LEXIS 20806, CD Calif, 1997 


Court grants defendant NSI summary judgment on dilution claim 
concerning SKUNK WORKS mark on ground that NSI’s acceptance 
of domain name registrations is not a “commercial use” within the 
meaning of the Federal Trademark Dilution Act, Lockheed Martin 
Corp. v. Network Solutions, Inc., 44 USPQ2d 1865, CD Calif, 
11/17/97; state law only 


Court held Federal Trademark Dilution Act did not apply retroactively 
to junior user’s use of the BLOCKBUSTER trademark where junior 
user had used and registered the disputed trademark prior to the 
enactment of the Act, Viacom, Inc. v. Ingram Enterprises Inc., 965 
F Supp 1278, 43 USPQ2d 1148, WD Mo, 3/21/97 


ESQUIRE and ESQ. for magazines v. ESQWIRE.COM for domain name, 
Hearst Corp. v. Goldberger, 1997 US Dist LEXIS 2065, SDNY, 1997; 
plaintiff sued for dilution under Section 43(c) of the Lanham Act; 
case dismissed for lack of personal jurisdiction 


Exclusive licensee is not considered “owner’’ of trademark sufficient to 
provide standing to pursue dilution claim under federal dilution 


statute, STX Inc. v. Bauer USA, Inc., 43 USPQ2d 1492, ND Calif, 
6/5/97 


THE GREATEST SHOW ON EARTH for entertainment services v. THE 
GREATEST SNOW ON EARTH for recreational services, Ringling 
Bros.-Barnum & Bailey Combined Shows Inc. v. Utah Division of 
Travel Development, 41 USPQ2d 1924, 955 F Supp 598, ED Va, 
2/21/97; motion to strike jury demand for dilution case granted 


PINEHURST for resort and golf course services v. PINEHURST 
NATIONAL GOLF CLUB for real estate and golf course services, 
Resorts of Pinehurst Inc. v. Pinehurst National Development Corp., 
973 F Supp 552, 43 USPQ2d 1746, MD NC, 6/24/97; preliminary 
injunction denied; claim for dilution dismissed; Federal Trademark 
Dilution Act may not be applied retroactively 


SHELLS v. SHELLS STEAK AND SEAFOOD both for restaurant 
services, Shells Seafood Restaurant Inc. v. Atari, 43 USPQ2d 1053, 
WD NC, 2/4/97; motion to dismiss dilution claim denied 


Upper Deck as exclusive license of marks owned by Mickey Mantle and 
Joe Montana not permitted to maintain dilution claim under 


California state law, Upper Deck Authenticated, Ltd. v. CPG Direct, 
971 F Supp 1337, SD Calif, 1997 











